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DETAILED ACTION 



Claim Rejections - 35 USC § 103 



1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



2. Claims 1-2, 7-13 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsubayashi et al (EP 1 1091 13 A2) in view of Scanlan (U.S. patent 6,029,245) 

Regarding claim land 36 Matsubayashi et al disclose: A method for use in 
utilizing a print service (please note Fig.1 as the files or document is send from the 
computer through the internet to the printer, column 5 lines 1-13) the method 
comprising: receiving a print request at a local client computing device (please note 
column 6 lines 51-58 and column 7 lines 1 ) and displaying a remotely served print 
interface on the local client computing device (please note column 7 lines 2-27 where 
the URL is used as the print interface to deliver the print data to the printer in the 
internet or external printer) However Matsubayashi et al do not quite teach the: the print 
interface being configured to request a printing parameter relating to the print request. 
On the other hand Scanlan discloses: the print interface being configured to request a 
printing parameter relating to the print request (please note column 6 lines 32-38). 

Therefore it would have been obvious to a person of ordinary skill in art at the time 
of the invention to modify Matsubayashi et al's invention according to the teaching of 
Scanlan, Where Scanlan in the same field of endeavor teaches the way the web page 
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or (file) could be transferred with the parameters from the web server to the user's 
browser for the purpose of making the file transfer more efficient. 

Regarding claim 2 Matsubayashi et al disclose: The method of claim 1 , wherein 
the print request is received by an application program executed on the local client 
computing device (please note column 6 lines 53-56). 

Regarding claim 7 Matsubayashi e al disclose: The method of claim 1 , wherein 
the local client computing device includes a client initialization program the method 
further comprising, in response to receiving the print request, opening a connection 
between the client initialization program and a workflow application server at a 
predetermined workflow application server address (please note column 6 lines 51-60) 

Regarding claim 8 Matsubayashi et al disclose: The method of claim 7, further 
comprising, downloading a repository address from the workflow application server 
(please note column 6 lines 51-55). 

Regarding claim 9 Matsubayashi et al disclose: The method of claim 8, further 
comprising, uploading a printable file corresponding to the print request to a repository 
at the repository address (please note column 7 lines 10-17). 

Regarding claim 10 Matsubayashi et al disclose: The method of claim 7, further 
comprising, downloading a user interface address from the workflow application server 
(please note column 5 lines 50-57 and column 6 lines 1-12). 

Regarding claim 1 1 Matsubayashi et al disclose: The method of claim 10, 
wherein the remotely served print interface is served from the user interface address 
(please note column 5 lines 41-58 and column 6 lines 1-2). 
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Regarding claim 12 Matsubayashi et al disclose: The method of claim 7, wherein 
the client initialization program is called by a print service print driver (please note 
column 8 lines 43-50). 

Regarding claim 13 Scanlan disclose: The method of claim 1, further comprising, 
receiving via the print interface a printing parameter relating to the print request (please 
note column 6 lines 32-38). 

Claim Rejections - 35 USC § 103 
3. Claims 3-6, 14-18 and 37-38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Matsubayashi et al (EP 1109113 A2) in view of Scnlan (US. Patent 6,029,245) and further 
in view of Wood et al (U.S. patent 6,453,127) 

Regarding claim 3 Neither Matsubayashi et al nor Scanlan quite disclose: The 
method of claim 2, further comprising, after receiving the print request via the 
application program, displaying a print dialog menu on the local client computing device, 
the print dialog menu including a remote print service option. On the other hand Wood 
et al disclose: The method of claim 2, further comprising, after receiving the print 
request via the application program, displaying a print dialog menu on the local client 
computing device, the print dialog menu including a remote print service option (please 
note column 6 lines 1-54). print request (please note column 6 lines 32-38). 

Therefore it would have been obvious to a person of ordinary skill in art at the time 
of the invention to modify Matsubayashi et al's and Scanlan invention according to the 
teaching of Wood et al. Where Wood et al in the same field of endeavor teaches the 



Application/Control Number: 09/773,977 Page 5 

Art Unit: 2626 

way the file which is being transmitted to the remote site for printing is displayed by user 
and edited for the purpose of making the transfer of the job more efficient. 

Regarding claim 4 Wood et al disclose: The method of claim 3, further 
comprising, in response to user selection of the remote print service option, creating a 
printable file for the print request (please note column 6 lines 35-45). 

Regarding claim 5 Wood et al disclose: The method of claim 4, wherein the 
printable file is created by a print service print driver called by the application program 
(please note column 5 lines 54-67). 

Regarding claim 6 Wood et al disclose: The method of claim 1 , wherein the local 
client computing device includes a browser (please note Fig. 2 items 1 1 and 20) the 
method further comprising, after receiving the print request opening the browser to an 
address from which the print interface is remotely served (please note column 5 lines 
54-67 and column 6 lines 1-18). 

Regarding claim 14 Wood et al disclose: The method of claim 13, further 
comprising, sending the printable file from the local client computing device to a remote 
publisher for printing (please note column 4 lines 15-34). 

Regarding claim 15 Wood et al disclose: The method of claim 14, wherein 
sending the printable file to a remote publisher includes sending the printable file from 
the local client computing device to a repository (please note column 4 lines 1 5-33). 

Regarding claim 16 Wood et al disclose: The method of claim 15, wherein 
sending the printable file to a remote publisher further includes sending the printable file 
from the repository to the remote publisher (please note column 6 lines 8-54). 
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Regarding claim 17 Wood et a! disclose: The method of claim 14, further 
comprising, sending the printing parameter from the local client computing device to a 
remote publisher (please note column 3 lines 20-28). 

Regarding claim 18 Wood et al disclose: The method of claim 1, wherein a print 
service workflow application server remotely serves the print interface to the local client 
computing device (please note column 2 lines 60-67 and column 3 lines 1-10). 

Regarding claim 37 Wood et al disclose: The program storage device of claim 

36, wherein the method further comprises sending (1) a printable file corresponding to 
the print request, and (2) the printing parameter, to a selected remote 

publisher for printing (please note column 2 lines 60-67 and column 3 lines 1-30). 

Regarding claim 38 Wood et al disclose: The program storage device of claim 

37, sending the printable file to the remote publisher is accomplished by uploading the 
printable file to a repository, and downloading the printable file from 

the repository to the remote publisher (please note column 4 lines 15-50). 

Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 19-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 



Matsubayashi et al (EP 1 1091 13 A2) in view of Wood et al (U.S. Patent 6,453,127) 
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Regarding claim 19 Matsubayashi et al disclose: A method for sending a print job 
to a remote publisher for printing (please note Fig.1 column 2 lines 45-67 and column 3 
lines 1-7) the method comprising: receiving a print request at a local client computing 
device (please note column 6 lines 51-55) creating a printable file in response to the 
print request (please note column 6 lines 55-58 and column 7 line 1) displaying a 
remotely served print interface on the local client computing device (please note Fig.7 
column 7 lines 5-9 where the path of the printer and the document to be printed is 
displayed on the user computer) However Matsubayashi et al do not quite teach: 
requesting and receiving via the print interface a printing parameter relating to the print 
request; and sending the printable file and the printing parameter to a selected remote 
publisher for printing. On the other hand Wood et al disclose: requesting and receiving 
via the print interface a printing parameter relating to the print request (please note 
column 3 lines 11-31 where the requested parameters could be selected) and sending 
the printable file and the printing parameter to a selected remote publisher for printing 
(please note Fig.2 items 1 1 and 1 5 where the clients would sent job to the plurality of 
printers 15, column 4 lines 8-33). 

Therefore it would have been obvious to a person of ordinary skill in art at the time 
of the invention to modify Matsubayashi et al's invention according to the teaching of 
Wood et al, where Wood et al in the same field of endeavor teach the way the 
parameters are being requested and combined with the print job is sent to the remote 
printing system for the purpose of making the transmitting of the print job more efficient. 
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Regarding claim 20 Matsubayashi et at disclose: A print service system for use 
by a user (please note Fig. 2 column 4 lines comprising: a print sen/ice workflow 
application server configured to serve a print interface via a wide area network (please 
note Fig. 7 column 7 lines 2-9) and a local computing device configured to receive a print 
request from the user and (please note Fig. 5 column 6 lines 51-52) in response 
download and display a print interface from the workflow application server via the wide 
area network (please note column 6 lines 52-58 and column 7 lines 1) However 
Matsubayashi do not disclose: wherein the print interface is configured to receive a 
printing parameter relating to the print request. On the other hand Wood et a! disclose: 
wherein the print interface is configured to receive a printing parameter relating to the 
print request. On the other hand Wood et al disclose (please note column 3 lines 11-31 
where the requested parameters could be selected also please note Fig.2 items 1 1 and 
15 where the clients would sent job to the plurality of printers 15, column 4 lines 8-33). 
Therefore it would have been obvious to a person of ordinary skill in art at the time of 
the invention to modify Matsubayashi et al's invention according to the teaching of 
Wood et al, where Wood et al in the same field of endeavor teach the way the 
parameters are being requested and combined with the print job is sent to the remote 
printing system for the purpose of making the transmitting of the print job more efficient. 

Regarding claim 21 Wood et al disclose: The system of claim 20, wherein the 
printing parameter is a selected destination remote publisher associated with the print 
service (please note column 3 lines 20-30). 
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Regarding claim 22 Wood et al disclose: The system of claim 20, wherein the 
local computing device is configured to generate a printable file relating to the print 
request (please note column 4 lines 35-52). 

Regarding claim 23 Wood et al disclose: The system of claim 22, wherein the 
printable file is a native file (please note column 4 lines 39-45). 

Regarding claim 24 Matsubayashi et al disclose: The system of claim 22, 
wherein the printable file is a printable file generated by a print driver (please note 
column 8 lines 43-50). 

Regarding claim 25 Wood et al disclose: The system of claim 22, further 
comprising a remote publisher, wherein the local computing device is configured to 
send the printable file to the remote publisher (please note column 4 lines 15-34). 

Regarding claim 26 Wood et al disclose: The system of claim 25, wherein the 
remote publisher print service workflow application server and local client computing 
device are configured to communicate via a wide area network (please note Fig.2 
column 4 lines 15-52). 

Regarding claim 27 Wood et al disclose: The system of claim 25, wherein the 
workflow application server is configured to cause the printable file and the printing 
parameter to be sent from the local computing device to the remote publisher (please 
note column 2 lines 60-67 and column 3 lines 1-30). 

Regarding claim 28 Wood et al disclose: The system of claim 25, further 
comprising a repository configured to store the printable file and the printing parameter 
(please note column 5 lines 54-67 and column 6 lines 1-30). 
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Regarding claim 29 Wood et al disclose: The system of claim 28, wherein the 
workflow application server is configured to instruct the local computing device to send 
the printable file to the repository and the remote publisher includes a remote publisher 
server configured to download the printable file and printing parameter from the 
repository (please note column 4 lines 15-52). 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21 (2) of such treaty in the English language. 

7. Claims 30-35 and 39 are rejected under 35 U.S.C. 102(e) as being anticipated by Wood et 
al(U.S. Patent 6,453,127) 

Regarding claim 30 and 39 Wood et al disclose: A print sen/ice system for use by 
a user, comprising: a local client computing device configured to connect to a wide area 
network (please note Fig.1 item 1 1 column 2 lines 49-60) a remote publisher server 
configured to connect to the wide area network (please note Fig.2 items 15 and 30 
column 4 lines 15-33) a repository server and associated database (please note Fig.2 
item 30 and 39 column 4 lines 34-52) the repository server being configured to connect 
to the wide area network; and a print service workflow application server configured to 
connect to the wide area network (please note Fig.2 column 4 lines 15-65) wherein the 
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local client computing device is configured to contact the print service workflow 
application server in response to receiving a print request and the print sen/ice workflow 
application server is configured to instruct the local client connputing device to upload a 
printable file associated with the print request to the repository server for storage in the 
repository database (please note Fig.3 column 5 lines 54-67 and column 6 lines 1-67 
and column 7 lines 1-19) and wherein the print service workflow application server is 
configured to instmct the remote publisher server to download the printable file from the 
repository for printing (please note column 6 lines 35-54). 

Regarding claim 31 Wood et al disclose: A print service system utility, comprising 
a client initialization program configured to establish a connection with a remote 
commercial print service at a predetermined address on a computer network (please 
note column 6 lines 35-50). 

Regarding claim 32 Wood et al disclose: The print service system utility of claim 
31, wherein the client initialization program is configured to download an upload 
address from the print service (please note column 5 lines 62-67 and column 6 lines 1- 
4). 

Regarding claim 33 Wood et al disclose: The print service system utility of claim 
32 wherein the client initialization program is configured to launch an upload module to 
upload a printable file to the commercial print service (please note column 6 lines 35- 
45). 

Regarding claim 34 Wood et al disclose: The print service system utility of claim 
31, wherein the client initialization program is configured to download a user interface 



Application/Control Number: 09/773,977 Page 12 

Art Unit: 2626 

address from the print service (please note column 5 lines 62-67 and column 6 lines 1- 
9). 

Regarding claim 35 Wood et al disclose: The print service system utility of claim 
34, wherein the client initialization program Is configured to launch a browser directed at 
the user interface address, to thereby display a print interface (please note column 4 
lines 34-65). 

Contact Information 

> Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Saeid Ebmhimi-Dehkordy whose telephone number 
is (703) 306-3487 . 

The examiner can normally be reached on Monday through Friday from 8:00 a.m. to 
5:30 p.m. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kimberly Williams, can be reached at (703) 305-4863. 

Any response to this action should be mailed to: 

Assistant Commissioner for Patents 
Washington, D.C. 20231 
Or faxed to: 

(703) 872-9306, or (703) 308-9052 (for for/na/ communications: please 
mark 

"EXPEDITED PROCEDURE") 

Or: 

(703) 306-5406 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 
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Hand delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington, VA., Sixth Floor (Receptionist). 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group Receptionist whose telephone nunnber is (703) 305-4750. 

Saeid Ebrahimi-Dehkordy ^ 
Patent Examiner VJ^ a i \ n/i 

Group Art Unit2626 Mi WXiWMJTl/) 
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